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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the Application of 
Inventors: Shigeto UENO, et al. 

Appln. No.: 10/501,022 
Filed: July 9, 2004 

For: DISK DRIVE 



PETITION UNDER 37 CFR 1.182 



Assistant Commissioner of Patents 
Washington, DC 20231 

Dear Sir: 



RECEIVED 

2 6 APR 2005 



Legal Staff 
International Division 



This Petition is in response to the Decision on Request dated 
February 7 , 2005. 

Attached are three Declarations that provide information as 
required in the Decision. These Declarations are of persons having 
first hand knowledge of the error in question. 

In sum, the Declarations show that the error with respect to 
the given name of the second inventor resulted from a 
transliteration error, which may be summarized as follows. 

In preparation for filing of a PCT International application 
of which the present case is the U.S. national stage, Mr. YUBAKAMI , 
who is employed in the patent department of the Assignee of the 
present application, received information from the second inventor 



BEST AVAILABLE COPY 



about the second inventor' s name and address for use with respect 
to the filing of the PCT International Application. This 
information indicated the Chinese character "teru" as the first 
name of Mr. Teruyuki, but lacked Roman characters showing how the 
name should be pronounced in English. As indicated in Mr. 
YUBAKAMI's Declaration, the Chinese character "teru" is pronounced 
as "aki" or "teru" in the Japanese reading; that is, the second 
inventor' s name may be transliterated in two different ways as 
"NAKA Akiyuki" or M NAKA Teruyuki." Mr. YUBAKAMI made a mistaken 
assumption that the pronunciation is "aki" because this is the 
common pronunciation. Thus, Mr. YUBAKAMI added Roman characters 
"Akiyuki NAKA" in the Request Form for filing a foreign patent 
application dated September 4, 2002, showing how the inventor's 
name should be pronounced, and this form was used in preparing the 
PCT International application papers. This error was discovered 
in February, 2003, in completing papers required for filing a 
Malaysian patent application corresponding to the present 
application, when Mr. YUBAKAMI contacted the inventor for 
confirming the spelling of the Roman characters . 

Based on the facts set forth by the attached Declarations, 
grant of this Petition is respectfully solicited. Check no. 41914 
to cover the petition fee ($400.00) is attached. If any further 
fee is needed, the fee may be charged to deposit account no. 19- 



0 




4375. If no fee is needed given that the present error is a 
transliteration error (see page 2, line 6 et seq. of the Decision) , 
refund of the petition fee is requested. 

Early and favorable consideration of this application is 
respectfully requested. 



JEL/att 

Attorney Docket No. L8462 .04121 
STEVENS DAVIS, MILLER & MOSHER, L.L.P. 
1615 L STREET, NW, Suite 850 
P.O. Box 34387 
WASHINGTON , DC 20043-4387 
Telephone: (202) 785-0100 
Facsimile: (202) 408-5200 



04/05/2005 SNflJflRRO 00000058 10501028 

01 FCsl462 400> 00 op 



Respectfully submitted, 



Date: March 31, 2005 




Registration No. 28,732 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the Application of 
Inventors: Shigeto UENO, et al . 

Appln. No.: 10/501,022 
Filed: .July 9, 2004 

For: DISK DRIVE 

DECXtARATION 

Assistant Commissioner of Patents 
Washington, DC 20231 

bear Sir: 

I, Keiichi YUBAKA2U , hereby declare as follows': 

(1) I am currently engaged in the patent matters of the 
present Assignee company, Matsushita Electric Industrial Co., Ltd. 
and was so engaged at the times mentioned below. 

(2) Attached Exhibit A is a copy of a Request Form for filing 
a foreign patent application dated September 4, 2002, filled in by 
me; 

(3) I filled in this Form based on information supplied to me 
by the inventor about the inventor's name and address; however, 
this information lacked Roman characters showing how the name 
should be pronounced in English. 



(4) This information supplied to me indicated the Chinese 
character "teru ( ) " as the first name of Mr. Teruy^ki; 

(5) However, the Chinese character w tetu ( flg ) " is pronounced 
as "aki" or ^teru" in the Japanese reading; that is, " fli BSiT " 
may be pronounced in two different ways as "Naka Akiyuki" or "Naka 
Teruyuki . " 

(6) In filling out this form, I made a mistaken assumption as 
follows; because the former pronunciation u aki" is common, I 
mistakenly assumed, without contacting the inventor, that the 
Chinese character is pronounced as "aki," and I added Roman 
characters ^Akiyuki NAKA/' in the Reortiest Form f or filing a foreign 
patent application dated September 4, 2002, showing how the 
inventor's name should be pronounced. 

(7) I forwarded this form for use in preparing foreign 
application papers, 

(8) I discovered this error on or about February 4, 2003, as 
follows; in completing the Inventor's Signature Form (see Exhibit 
B) , which is required for filing a Malaysian patent application 
corresponding to the present application, I discovered the error 
for the first time when I contacted the inventor for confirming the 
spelling of the Roman characters. 

(9) I further declare that all statements made herein of my 
own knowledge are tzrue and that all statements made on information 




£ ■ 





and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment , or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize 
the validity of this application or any patent to issue thereon. 

Keiichi YUBAXAMX 





(Date) 
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PATENT S REGULATIONS IQgC 
REGULATION 10 (2) 

STATEMENT JUSTIFYING THE APPLICANTS RIGHT TO A 
PAT5NT/ CERTIFICATE 



C3) 



I. -A^Heom / Agent's File Reference: 42558/02/C/cl 
II- Title of Invention: • Disk drive 

Hi. Applicant: Matsushita Electri'c Industrial Co., Ltd. 

IV. • Application No: 



I believe that the inventor (s) of the above-mentioned applications / ara BE follows; 
Name of Inventor(s): 

1 ) Shlgeto Ueno 

2) Aklyuki Naka 

3) ShlnlchLMaeda 

4) Masakazu Ishizuka 

Addrass of Inventor(s): 

D 1-2-14, Miyayama-eho. Toyonaka-shi. Osaka 560-0O5B. Japan 

2) 527-7, Tai-cho, Izuml-shl, Osaka 594-0003, Japan 

3) 2-5-35-1018. Hourai. DaltO-shl, Q Saka 574-0034, Japan 

4) 5-12-301. Hlgashiasahlgaoka, Ikoma-shi, Nara 630-0254, Japan 



. Thfl , Sts f ™ ent justifying the applicant's right to a patent / aertlfeato. 

• T^T°T" madB ^ tH ° lnventor < s > In »o course of h.s (their) employmsm with the Applicant 
■ no invenuon w as ma de Dy the ,nv en tor< 3 > ,n the oxecut.cn of w or) , con^slonX" App n tan , 



Signature: 



Name; Shlgeto Ueno 



Date; 



Name: AWytH#Ne^ 
Date: <*a/. 



Name: Shmlchi Maeda 
Date: Kh-.S-^oSj 



Name; Masakazu Ishlzuka 
Date: r . 3 ^ ■ 



"Dctlete tbo appropriate ono, 




PATENTS R EGUL^ TjoU 1986 

RE^UI^ATIPK) 1Q [7 ) 

STATEMENT JUSTIFYING THE APPLICANT'S RIGHT TO A 
PATENT / CERTIFICATE TOA 



(3) 



-W^a^ / Agent's File Reference: 42S58/0.2/C/cl 
Title of Invention;. Disk drive 

"' Ap P ,ica nt: . Matsushita Electric Industrial Co., Ltd. 

,v . Application No: 

V. I bU~. ,h« th . .^ C) o, « ho ^ve- m .„ tlan9d applioat on „ , „ as ^ 
Name of lnv©ntor(s): 

5) .Yasuo Kabuta 

6) Isao Obafa 

7) Tomoshl Tokunaga ' 

8) Akira Yoshlda 

Address of Inventor(s): 

a! iTonV 5 ' M,yamadai " T on^baya S hi- 3 hi, Osaka 584-0039. Japan 

, 4 20-n, Hlbar.gaoka, Zama-shl, Kanagawa 228-0003, Japan 
8) 4-15-2, Sagamlgaoka, Zama-shi, Kanagawa 228-0001. Japan 

ln S ^ tement j^^ing the applicant's right to a patent / certifies 

t»y the Inventory , n the elocution of work, which w ae commlasioneci by the Applicant. 

Signature: ^suo Uie. pvZh2> (). ' 

NaTneTY asuo Kabut^ ^ 

Date; -jfi^. ^. ^ 5 b8ta 



Name: I omoshi Tokunaga . Mpr^cTIt C 

Date' r, n„ ' „ s ' Nems: Akra Yoshida 



'Delete the Expropriate ono, 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the Application of 
Inventors: Shigeto UENO, at al. 

Appln. No.: 10/501,022 

Filed: July 9, 2004 ~ 

For: DISK DRIVE 

DECXARATION 

Assistant Commissioner of Patents 
Washington, DC .20231 

Dear Sir: . 

I, .Teruyiaki NAKA, hereby declare as follows: 

(1) The present application is a national stage application 
of PCT/OTP03/00048 filed January 7, 2003. 

(2) I am -one of the inventors of the subject matter covered 
by this application 

(3) I am currently employed by Matsushita, Electric 
Industrial Co . , Ltd., and was so employed at the dates mentioned 
below . 

(4) The PCT/RO/101 filed in PCT International Application 
PCT/JP03/OOO48 contained an error with respect to my given name , 
which is in fact "Teruyuki , " and not "Akiyuki . " 

(5) I . gave information about my name to the patent department 
of my company without giving Roman characters showing how my name 



should be pronounced; the information I gave concluded the Chinese 
character w teru ( Ug > " of «»aka Teruyuki ( fl 3 QS^T ) 

(6) Untoown to me at, the time/ my company mistakenly gave our 
Japanese patent attorney incorrect information about my name and 
the patent attorney used this incorrect information in the 
preparation of the PCT/RO/101 for use in filing of PCT 
International Application PCT/JP03/0G048; I did not review or see 
the PCT/RO/101 before it was filed, so I did not catch this error. 

(7) I learned of this error only after the PCT International 
Application was filed/ and on or about February 4, 2003, when I was 
contacted by Mr. Keiichi YTJBAKAMI who was completing the Inventor's 
Signature Form (see Exhibit B), which is required £ oar filing a 
Malaysian patent application corresponding to the present 
application; Mr. YUBAKAMI contacted me at that time for confirming 
the spelling of the Roman characters of my name. 

<8) In the present application, I signed my name correctly on 
the Declaration for Patent Application filed July 9, 2O04. 

(9) As the undersigned inventor, I further declare that all 
statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed tzo be true; 
and further that these statements were made with the knowledge that 
willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of 



the United States Code and that such willful false statements 
jeopardize the validity of this application or any patent to is 
thereon. 



may 



sue 



Teriaynki NAKA 




(Signature) 



(Date) / 
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PATENTS ppreni fl TIONS 19S6 

STATEMENT JUSTIFYING THE APPLICANTS RIGHT TO A 
PATENT / CERTIFICATE 



(3) 



'• AppHeont / Agent's File Reference: 42558/02/C/cl 
H. Title of invention: Disk drive 

HI. Applicant: Matsushita Electric Industrial Co.. Ltd. 

IV, Application No: 

V. I believe that the Inventor (s) of the above-mentioned applications / era as follows, 
Name of Inventor(s): 

1 ) Shigoto Ueno 

2) Akiyukl Naka 

3) Shlnlchl Maeda 

4) Masakazu Ishlzuka 

Address of Inventar(s): 

D 1-2-14. Mlyayama-cho, Toy.onaka-sh'l, Osaka 550-0056. J apan 

2) 527-7, Tal-cho, Izuml-shl, Osaka 594-0003, Japan 

3) 2-5-35-1018, Houral, Dalto-shl. Osaka 574-0034. Japan 

4) 5-12-301, Higashfasahlgaoka. Ikoma-shl, Mara 6:10-0254, Japan 

^rn. , Sta f ment i u3tif ying the applicant's right to a patent / eertffioa*, 

• £ nZS ^^.'"T ?^ ,n ^ CDUrS ° ° f h ' 9 -P-vm 8 mv,th the Applicant. 

was made Dy the Inventor^) In the execution of work, wh.ch wee com missioned by : ne AppHcn- 



Signature: 



Name: Shlgeto Ueno 



Date: 



Name: Shinlchi Maeda 
Dste: - 



MBrna; Masakazu Ishlzuka 
Date: — , . 

/-«■ o , 3 . 2(70^ 



"ZJalat© the nppropriote one. 



V, 



VI 



PATENTS REGULATtr^q 19fln 
REGULATION! f^l 

STATEMENT JUCTIFYING THE^LICANTS RIG HT TO A 



^3; 



PATENT / 



A^ltawft/Agenri File Reference: 42558/02/C/cl 
II- Title of Invention: Disk drive 

"' ' Ap P |icant; Matsushita Electric Industrial Co,. Ltd. 

IV. Application No: • 



« be.ievo that the Inventor (s) of the above-mentlonod applicaton te / are aS follows: 
Name of Invontor(s): * 

5) Yasuo Kabuta- 

6) isao Obate ' ' 

7) Tomoshl Tokunaga 

8) Akira Yoshlda . 
Address of inventor(s): 




a p a n 



8) 4-15-2, Sagamlgeoka. Zama-shl. Kanagawa 228.0001, Japan 



- ma m S ^° ment j ustif y'n9 tho applicant's right to a patent / certificate 

by inventory ,n the execution or work, which wa 0 = 0 mml 3S (on 0 d by the Applicant. 

Signature: Xgxe lc>j^\yt> Q x^ nJ 

Name: Yasuo Kabuta " -^f— 

Date:^ K 3. _ ? gKT ft 8 ^ 

^^ih^fe^ ^§#- y fefefa 



Delete the appropriate one. 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the Application of 
Inventors: Shigeto UENO, et al, 

Appln. No.: 10/501,022 
Filed: July 9, 2004 

DISK DRIVE 

DECLARATION 

Assistant Commissioner of Patents ' 
Washington, DC 20231 

Dear Sir: 

I, Teruo MIYAI , hereby declare as follows: 

(1) The present application is a national stage application 
of PCT/JP03/00048 filed January 7 , 2003. 

(2) I am the Japanese patent attorney responsible for the 
filing of PCT International Application PCT/ JP03/00048 filed 
January 7, 2003. 

(3) I received a Request Form (see Attached Exhibit A) from 
the present Assignee, Matsushita Electric Industrial Co. , Ltd. , for 
this application, which I used to prepare the PCT/RO/101 filed in 
the PCT International Application. 





(4) in this Readiest Form, the crimen name of the second 
inventor was incorrectly indicated as «Jttiyuki,'' wnereas it 
actually is "Teruyuki . " 

(5) For this reason, the PCT/RO/101 filed in the PCT 
International Application contained an error with respect to Mr. 
Naka's given name, which is in fact "Teruyuki, » and not "Akiyuki." 
This error was unknown to me when I signed the PCT/RO/101 and filed 
it on January 7, 2003. 

(5> Based on information supplied to me by the Applicant 
Company/ the error on the PCT/RO/101 was discovered on' or about 
February 4, 2003. In completing the Inventor's Signature Form (see 
Exhibit B) which is requited for filing a Malaysian patent 
application corresponding to the present application, Mr. Keiichi 
YUBAKAMI, who is an employee of the present Assignee company, 
discovered the error for the first time when he contacted the 
inventor for confirming the spelling of the Roman characters. 

(7) I further declare that all statements made herein of my 
own knowledge are true and that all statements made oh information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United 



2 




States Code and that such willful false statements may seopardiz 
the validity of this application or any patent to issue thereon . 

Teruo MIYAI 



(Signature) ^ ~~™" (Date) 
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PATEMTS RBGUL ATlOMg i sgg 
FtbGULATinNl "H — 



STATEMENT JUSTIFYING THE APPLICANTS RIGHT TO A 
PATENT / CERTlRC ATg 



'• A^Wea^ / Agent's File Reference: 42S58/02/C/CI 
II. Title of Invention: Disk drive 



IV. 



Applicant: 



Application No: 



Matsushita Electric Industrial 'Co.. Ltd. 



V. I be.leve that the .nventor (s) of the above-mentioned app.lcatlon.* / are as follows: 
Name of Inventor(s): 

T) Shlgeto Ueno 

2) Aklyuki Naka 

3) Shinichl Maeda 

4) Masakazu Ishizuka 

Address afinven1:ar(s): 

1) 1-2-14 Miy.yam.-cho, Toyonaka-sh, , Osaka 5S0-OOS6, J apan 

2) 527-7, Ta,-cho, Izumi-shi. Osaka 594-0003, Japan 

*) 2-5-35-1018, Houral, DaltO-shl, Q saka 574-0034 Japan 

4> 5-12-301, Hlgashiacahlgaoka. Ikoma-shi, Mara SaO-0254, Japan 

VI. Statement justifying the applicant's right to a patent /ee4Wea*, 

y Inventory ,n the execution of work, whtch wes commissioned by the App| ican ... 



Signature; 



Name: Shlgeto Usno 



Date: 



Name; Shinichl Maeda 
Date: /- / '.. 
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A«ateaftt /Agent* File Reference: 42S58/02/C/cl 
Title of invention; Disk drive 



Applicant; 



Application No; 



Matsushita Electric Industrial Co., Ltd. 



V. 



VI 



Name of inventor(s): 

5) Yaauo Kabuta 1 

6) isao Obata 

7) Tomoshl Tokunaga 

8) Akira Yoshlda 

Address of Inventor(s): 
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This is a decision on applicants* "Response to Notification of Missing Requirements" 
filed 15 December 2004. 

BACKGROUND 

On 07 January 2003, applicants filed international application no. PCT/JP03/00048 
which claimed a priority date of 10 January 2002. A copy of the international application 
was communicated to the United States Patent and Trademark Office from the 
International Bureau on 24 July 2003. Pursuant to 37 CFR 1.495, the deadline for payment 
of the basic national fee in the United States was to expire 30 months from the priority date, 
10 July 2004. 

On 09 July 2004, applicants filed a transmittal letter for entry into the national 
stage in the United States, which accompanied by, inter alia: the requisite basic national 
fee as required by 35 U.S.C. 371(c)(1); a translation of the international application; and an 
executed declaration. 

On 15 September 2004, the United States Designated/Elected Office (DO/EO/US) 
mailed a Notification of Missing Requirements (Form PCT/DO/EO/905) indicating that the 
declaration filed 09 July 2004 was defective because the second inventor's name on the 
declaration did not correspond with the published international application. 

On 15 December 2004, applicants filed "Response to Notification of Missing 
Requirements" stating that the second inventor's name is Teruyuki Naka, not Akiyuki 
Naka. 

RESPONSE DUE J$£nl_7^°r * 
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DISCUSSION 

A review of the application file, including petitioner's statements in "Response to 
Notification of Missing Requirements" reveals that the declaration identifies a different 
inventor than that indicated in the published international application. Namely, the 
declaration identifies and is signed by "TERUYUKI Naka" whereas the international 
application identifies "AKTYUKI Naka." In that this is clearly more than a mere 
typographical error, transliteration, or a phonetic misspelling of applicant's roman name a 
proper petition under 37 CFR .1.182 is required in order to resolve the matter. Such a 
petition must be accompanied by the requisite petition fee of $400 as well as verified 
statements from the inventor and any other persons having firsthand knowledge of the 
error. These statements must set forth the specific circumstances as to how and when the 
error was made and discovered, and must also set forth that the mistake was an inadvertent 
error without deceptive intent. 

CONCLUSION 

For the reasons above, the request is DISMISSED without prejudice. 

If reconsideration of this decision is desired, a proper response must be filed within 
TWO (2) MONTHS from the mail date of this decision. Any reconsideration request should 
include a cover letter entitled "Petition Under 37 CFR 1.182", and must include the 
requisite petition fee and an acceptable explanation of the facts as discussed above. Failure 
to file a proper response in a timely manner will result in ABANDONMENT of the 
application. Extensions of time may be obtained under 37 CFR 1.136(a). 

Any further correspondence with respect to this matter should be addressed to: Mail 
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, 
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of 
the Office of PCT Legal Administration. 



Anthony Smith 
Attorney- Advisor 

Office of PCT Legal Administration 
Tel.: 571-272-3298 
Fax: 571-273-0459 
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